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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



2. Claims 1 -4 are rejected under 35 U.S.C. 102(e) as being anticipated by Nihei 
(US 7,098,942). 



Nihei discloses a method of transferring data from a portable digital storage 
media to a sheet media, comprising: 

Regarding Claim 1 : 

reading data (Column 3, lines 31-33) from the portable digital storage media 
(Column 3, lines 41-44, lines 49-50, 3, 4 and 5 in Figure 1 , and 20 in Figure 2), into a 
digital image forming device (See Figures 1 and 2); 

writing the data from the digital image forming device into the sheet media 

(Column 3, lines 63-66 and 9/10 in Figures 1 and 2); and 
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charging a transaction fee (Column 3, lines 56-60, 8 in Figures 1 and 2, and 
Step 40 in Figure 4). 

Regarding Claim 2: 

The method of claim 1 , wherein the sheet media is paper (Column 3, line 66 - 
Column 4, line 2). 

* 

* 

Regarding Claim 3: 

The method of claim 1 , further comprising: 

establishing a communication link between the portable digital storage media 
and the digital image forming device (Column 4, lines 19-21 and 30 in Figure 3). 

Regarding Claim 4: 

The method of claim 1 , further comprising: 

determining a transaction type, wherein the portable digital storage media 
(Column 5, lines 1-7) and the sheet media (Column 5, lines 38-41) are identified 
according to the determined transaction type (Steps 44/45 in Figure 4). 

3. Claims 5-9, 11-12, 14 and 15 are rejected under 35 U.S. C. 102(e) as being 
anticipated by Frey et al. (US 6,369,908) 

Frey et al. discloses a method of purchasing a portable digital storage media 
from a digital image forming device, comprising: 
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Regarding Claim 5: 

selecting a portable digital storage media type (Column 3, lines 3-6); 
selecting a portable digital storage media amount (Column 3, lines 3-6); 
charging a transaction fee (Column 3, lines 19-21- and Column 6, lines 9-11)); 

and 

dispensing the portable digital storage media (Step 238 in Figure 5). 
Regarding Claim 6: 

The method of claim 5, wherein the portable digital storage media comprises 
one or more of CD-ROM, DVD-ROM and CD-RW (Column 3, lines 3-6). 

Regarding Claim 7: 

The method of claim 5, further comprising: 

transferring a computer file from the digital image forming device to the portable 
digital storage media before the step of dispensing the portable digital storage media 
(Column 5, lines 25-28 and 238 in Figure 5). 

Regarding Claim 8: 

A system for purchasing a portable digital storage media from a digital image 
forming device, the system comprising: 

a payment interface (16 in Figures 1 and 2); 
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a media distribution device for dispensing the portable digital storage media 
(Step 238 in Figure 5); and 

a user input device for selecting one or more of a portable digital storage media 
type and a portable digital storage media amount (Column 3, lines 3-6);. 

Regarding Claim 9: 

The system of claim 8, wherein the portable digital storage media comprises one 
or more of CD-ROM, DVD-ROM and CD-RW (Column 3, lines 3-6). 

Regarding Claim 11: 

The system of claim 8, wherein the media distribution device is a digital image 
forming device (Step 238 in Figure 5), and the portable digital storage media is one or 
more of CD-ROM, DVD-ROM and CD-RW (Column 3, lines 3-6). 

Regarding Claim 12: 

A system for transferring a computer file from a portable digital storage media, 
the system comprising: 

a media distribution device for distributing a storage media (Step 238 in Figure 

5); 

a portable digital storage media read/write interface for coupling the portable 
digital storage media to the media distribution device (Column 5, lines 25-28 and 238 in 
Figure 5); and 
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a payment interface for accepting payment for a transaction in which the 
computer file is transferred from the portable digital storage media to the storage media 
(16 in Figures 1 and 2);. 

Regarding Claim 14: 

The system of claim 12, wherein the portable digital storage media is one or 
more of CD-ROM, DVD-ROM and CD-RW and the media distribution device is a digital 
image forming device (Column 5, lines 21-23). 

Regarding Claim 15: 

The system of claim 12, further comprising: 

a portable electronic device interface, wherein the portable electronic device 
interface is in communication with the portable digital storage media and wherein the 
portable digital storage media is controlled by a portable electronic device (Column 5, 
lines 25-28 and 238 in Figure 5). 

* 

Claim Rejections - 35 USC § 103 

A. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

♦ 

1 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Frey et al. as applied to claims 8 and above, and further in view of Nihei. 

a. Frey discloses all of the subject matter as described in claims 8 and 12 
above; 

b. Except for specifically teaching the method of Wherein the digital forming 
and media distribution device is a digital photocopier. 

c. However, Nihei, in the same field of endeavor, as disclosed in claims 1-7 
above, teaches an image capture system which is capable of reading image data 
that has been recorded on a portable recording medium brought by a user and of 
printing the image represented by the read image data (Column 3, lines 63-66). 

d. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to incorporate the digital photocopier of Frey 
et al. with the image capture system as taught by Nihei. 

e. The motivation to do so would be to help consumers who have shown a 
strong desire for selecting personal images for printing. However, consumers 
also exhibit an aversion to uploading posting personal data on the web, even with 
the use of passwords and other methods of keeping the data secure, and thus 
are reluctant to use these internet services. Additionally, consumers prefer to 
receive a tangible manifestation of their data, which can be obtained at an 
interactive kiosk. 
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Conclusion 



6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Fredlund et aL discloses a method for facilitating orders for image 
services. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. McLean whose telephone number is 571. 
270.1679. The examiner can normally be reached on Monday through Friday 7:30AM- 
5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Liu Shuwang can be reached on 571.272.3036. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Neil R. McLean 
05/16/2007 





